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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 05 October 2005 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 11-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) VU20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1.0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/MaiI Date . 6) □ Other: . 
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In view of applicants' response filed 10/5/05 the following applies. 

Claims 11-14 and 16-20 remain rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 
1. "Oxy" is still included as a choice for "Z" substituents in the specification . If it 
was synonymous with "oxo" then the rejection would never have been made but 
the fact is that it designates -O- and not =0. Any chemical dictionary will confirm 
this. Applicants do not impart a special meaning to "oxy" and in the absence of a 
group attached to the end of oxy the term is open-ended and thus renders the scope 
of claims whose scope covers this term indefinite. Furthermore, one would not 
consider putting an oxo group on an aromatic ring so its use in the present context 
is highly improbable. 

Claim 12 is rejected under 35 U.S1C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The insertion of 
"oxo" in claim 12 as a substituent for the phenyl ring lacks descriptive support in 
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the disclosure as originally filed. As discussed in the above rejection the terms oxy 
and oxo are not synonymous and the latter would not fit the valency requirements 
for the phenyl ring. Thus the inclusion of this term not only lacks descriptive 
support but also makes no sense in the present context. A specification cannot be 
corrected unless it is obvious what is wrong and what the specification should read. 
Note Ex parte Bondiou 132 USPQ 356; Ex parte Broadbeck 199 USPQ 230; Ex 
parte Fox 128 USPQ 157. 

Claims 1 1-20 remain rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. Both rejections of the previous action remain 
notwithstanding applicant's traverse. 

With regard to reason #1 , applicants' comment that the core is responsible 
for activity is not persuasive since such has not been originally disclosed and 
applicants have not shown by any examples containing heterocyclic/heteroaryl 
rings at Z and Rl that variation of such is not structure-sensitive to binding to 
GABA A receptors. A similar argument was made in In re Cavallito 127 USPQ 202- 
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see right column on p.205 2 nd full paragraph. See the court's response on the same 
page in the following paragraph, notably the following quote: "Appellants' 
arguments would be more persuasive if their application established with certainty 
that the basic formula defined in the appealed claims will impart useful 
hypotensive properties to the wide variety of compounds embraced by the 
claims;..." . 

Thus the limited data for 1 compound provides no clear evaluation of which 
heterocyclic/heteroaryl rings having one or more heteroatoms of N, S and O atoms 
in any arrayin rings having up to 18 members for heterocyclic and further fused as 
shown for Z might affect potency to a large or small degree. Applicants has failed 
to establish that the one compound tested is structurally and functionally similar to 
the remaining rings described herein or to known compounds having the same 
activities. 

Reason #2 of the previous action also remains. Enhancing cognition which 
is urged the rat Morris water maze test can predict, is not synonymous with 
treating Alzheimer's as the former is just one of many symptoms associated with 
the disease. Additionally, there is no evidence of any actual working examples 
employing said test. 
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Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will 
be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Emily Bernhardt whose telephone number is 
571-272-0664. 

If attempts to reach the examiner by telephone are unsuccessful, the acting 
supervisor for AU 1624, James O. Wilson can be reached at 571-272-0661. The 
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fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-8300. 




Emily Bernhardt 
Primary Examiner 



Art Unit 1624 



